
United States Patent and Trademark Office 




UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO, 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/677,869 


10/02/2003 


Brian K. Fuller 


DP-307055 


9840 



22851 7590 10/17/2007 

DELPHI TECHNOLOGIES, INC. 

M/C 480-410-202 
PO BOX 5052 
TROY, MI 48007 



EXAMINER 



BAREFORD, KATHERINE A 



ART UNIT 



PAPER NUMBER 



1792 



MAIL DATE 



DELIVERY MODE 



10/17/2007 PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL<90A (Rev. 04/07) 





Page 2 



Application/ Control Number: 10/677,869 
Art Unit: 1792 



DETAILED ACTION 



1. The Response of September 11, 2007 has been received and entered. With the 
entry of the Response, claims 5, 9, 13 and 17 remain canceled, and claims 1-4, 6-8, 10-12 
and 14-16 remain pending for examination. Declarations for inventors A. Elmoursi, B. 
Fuller, and K. Rahmoeller have also been received. 

Claims 

2. The Examiner understands "kinetically sprayed" surface or coatings as used in 
the claims to be a coating or surface sprayed by a process as described in paragraph 
[0016] of the specification and as further described in paragraphs [0003] - [0006] of the 
specification. 

Terminal Disclaimer 

3. The terminal disclaimer filed on February 1, 2007 disclaiming the terminal 
portion of any patent granted on this application which would extend beyond the 
expiration date of U.S. Patent No. 6,743,468 has been reviewed and is accepted. The 
terminal disclaimer has been recorded. 



Double Patenting 
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4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 
2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Omum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown 
to be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

5. The rejection of claims 1-8 and 10-16 on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1, 4, 9, 14, 15, and 17 of U S. 
Patent No. 6,743,468 (Fuller et al) in view of the admitted state of the prior art is 
withdrawn due to the terminal disclaimer filed February 1, 2007 (as discussed in the 
Terminal Disclaimer section above). 



6. Claims 1, 3, 4, 6-8, 10, 12 and 14-16 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1, 5, 
6, 8, 10, 11, 13, 15, 16 and 19 of copending Application No. 10/263,172 (Smith et al) in 
view of the admitted state of the prior art. 
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Although the conflicting claims are not identical, they are not patentably distinct 
from each other because Smith provides in the claims that a kinetically sprayed surface 
can be applied to a substrate followed by a thermally sprayed overcoating (see claims 8 
and 10, for example) and that the thermal spraying can be by high velocity oxy-fuel 
(claim 5). Although the claims of Smith do not specifically teach that the kinetically 
sprayed coating has defects or the specific thermal spray process used, it is the 
Examiner's position that these would have been obvious to one of ordinary skill in the 
art, as the admitted state of the prior art (paragraph [0007] of the specification) teaches 
that it is well known that kinetic spraying commonly results in defects on the applied 
surface. The thermally sprayed coating would inherently fill defects in the first layer by 
its application of molten material. As to present claims 3 and 12, claims 1 and 10 of 
Smith provide that different materials can be used for the different layers. As to present 
claims 4 and 10, claims 1 and 8 of Smith further provides that a kinetic spray layer can 
desirably be provided over a thermal spray layer as well. As to present claims 5 and 13, 
Smith teaches that the kinetic layer can be 5 mm thick and thus "at least 5 mm", see 
claims 13, 19 . As to present claims 6 and 14, the admitted state of the prior art teaches 
that the defects in the kinetic sprayed coating are commonly conical (paragraph [0007]). 
As to present claims 7 and 15, claims 6 and 8 of Smith provides that metal or alloy 
particles can be used as the solderable material, and that it an be applied by thermal 
spraying. As to present claims 8 and 16, claims 6 and 8 of Smith provides that alloy 
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particles can be used, and it is the Examiner's position that it is well known in the art of 
thermal spraying to spray nickel and copper alloys. 

This is a provisional obviousness-type double patenting rejection. 

7. In the response of September 11, 2007 applicant noted that a terminal disclaimer 
has not been submitted, but that applicant will consider such a terminal disclaimer in 
the future upon an indication of allowable subject matter by the Exanainer. The 
Examiner notes that the provisional obviousness type double patenting rejection above 
is maintained as no arguments have been provided against the rejection. 

Claim Rejections - 35 USC § 102 

8. The rejection of claims 1-4, 6, 7, 10-12, 14 and 15 under 35 U.S.C. 102(e) as being 
anticipated by Fuller et al (US 6743468) is withdrawn due to the filing of acceptable 
declarations September 11, 2007 providing that any invention disclosed but not claimed 
in the reference was derived from the inventor of this application and is thus not the 
invention "by another." 

9. The rejection of claims 1, 3, 4, 6, 7, 10, 12, 14 and 15 under 35 U.S.C. 102(e) as 
being anticipated by Smith et al (US2004/ 0065432) and also the provisional rejection 
under 35 U.S.C. 102(e) as being anticipated by Smith et al copending Application No. 
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10/263,172 (of which US 2004/ 0065432 is the published application) which has a 
common inventor (Alaa A. Elmoursi) with the instant application are both withdrawn 
due to the filing of acceptable declarations September 11, 2007 providing that any 
invention disclosed but not claimed in the reference was derived from the inventor of 
this application and is thus not the invention "by another." 

Claim Rejections - 35 USC § 103 

10. The rejection of claims 8 and 16 under 35 U.S.C. 103(a) as being unpatentable or 
provisionally unpatentable over Smith et al (US 2004/0065432) or (10/263,172) is 
withdrawn due to the filing of acceptable declarations September 11, 2007 providing 
that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another." 

Response to Amendment 

11. The declarations under 37 CFR 1.132 filed September 11 are sufficient to 
overcome the 35 USC 102(e) and 35 USC 103 rejections of claims 1-4, 6-8, 10-12 and 14- 
16 based upon Fuller et al (US 6743468), Smith et al (US 2004/ 0065432) and Smith et al 
(US 10/263,172). 

The declarations (which the Examiner understands to be under 37 CRF 1.132) 
provided by A. Elmoursi, B. Fuller, and K. Rahmoeller filed September 11, 2007 
providing that any invention disclosed but not claimed in Fuller et al (US 6743468) and 
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Smith et al (US 2004/ 0065432) was derived from the inventor of this application and is 
thus not the invention "by another" is acceptable to overcome these rejections. The 
Examiner also understands that the reference to Smith et al (US 2004/0065432) would 
also overcome the provisional rejections using Smith et al (US 10/263,172), because the 
published 2004/0065432 document is the publication of application 10/263,172, and 
thus would be the same material. 

Allowable Subject Matter 

12. Claim 2 and 11 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations 
of the base claim and any intervening claims. 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
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of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 



14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6:oo-3:30) with the First 
Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 
for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 






KATHERINE BAREFOW) 
PRIMARY EXAMINER 




